TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 19

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte RONALD J. HOXMElI ER

Appeal No. 1996-1284
Application No. 08/084, 685

ON BRI EF

Before KI MLIN, WARREN and KRATZ, Adninistrative Patent Judges.

KIM.IN, Administrative Patent Judge.

DECI S| ON ON APPEAL

This is an appeal fromthe final rejection of clains 1-3,
all the clains remaining in the present application. Caiml
is illustrative:

1. An inproved process for the preparation of a random
copol yner of at |east one conjugated diene and at |east 50% by

wei ght of a vinyl aromatic conpound wherein the nononers are

-1-



Appeal No. 1996- 1284
Application No. 08/084, 685

polymerized with a lithiuminitiator, the inprovenent
conprising polynmerizing at | east 5% by wei ght of the nononers
i n a non-polar solvent prior to addition of a sufficient
anount of tetranethyl ethyl enediam ne to achieve 1, 2-addition
of at least 60% and then slowy adding the remaining portion
of the nononmers to maintain a reaction tenperature from 10EC
to 40EC.

The exam ner relies upon the follow ng references as

evi dence of obvi ousness:

Hal | 4,429, 09an. 31, 1984

Phillips Petrol eum 884, 490 Dec. 13, 1961
(GB '490)*

Van Amerongen et al. 1, 283, 327 Jul . 26, 1972

(Van Amerongen)?

Appeal ed clainms 1-3 stand rejected under 35 U.S.C. § 103
as bei ng unpat ent abl e over Van Anerongen and GB '490 in view
of Hall.

Appel lant's claimed invention is directed to a process
for preparing a random copol yner of a conjugated diene and a
vinyl aromatic conpound, such as styrene. The process entails
enpl oyi ng tetranet hyl et hyl enediam ne as a nodifier in the

reaction process.

! (Great Britain patent specification)

2 (Great Britain patent specification)
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Appel I ant subm ts at page 3 of the Reply Brief that
"[a] ppli cant does not assert that any claim stands separate
fromclaiml1l for the followi ng argunents regardi ng the issue.”
Accordi ngly, appealed clains 1-3 stand or fall together.

We have thoroughly reviewed each of appellant’'s argunents
for patentability. However, we are in full agreenment with the
exam ner that the claimed subject matter woul d have been
obvious to one of ordinary skill in the art within the neaning
of 8 103 in view of the applied prior art. Accordingly, we
wi Il sustain the examner's rejection for the reasons set
forth in the Answer, and we add the following primarily for
enphasi s.

There is no dispute that Van Anerongen teaches the
preparation of a random copol yner of a conjugated di ene and a
vinyl aromatic conpound in the presence of a lithiuminitiator
and a polar nodifier. Van Amerongen incorporates by reference
the polar nodifiers disclosed in GB '490, which include five
al i phatic am nes having the sane active tertiary dinethylam ne
as the presently clained tetranethyl et hyl enedi anmi ne (see the
di scl osure of dinethylethylamne at page 2, line 24 of GB

"490). Hence, the dispositive issue on appeal is whether
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appel lant's nodifier, tetranethylethyl enedi am ne, would have
been obvious to one of ordinary skill in the art in view of
the prior art's use of dinethylethylam ne as a polynerization
nodi fier.

Appel I ant maintains that "the claimed process which
enploys a tertiary diamne is not suggested by the nam ng of
tertiary am nes or even specific tertiary am nes which are not
di am nes" (page 3 of Reply Brief, enphasis added). However,
it is well settled that, on the issue of structura

obvi ousness, the prima facie case of obviousness arises from

t he reasonabl e expectation that conpounds that are very
simlar in structure will have simlar properties. lnre
Hoch, 428 F.2d 1341, 1343-44, 166 USPQ 406, 409 (CCPA 1970).
In the present case, it is our view that the clained
diamne is sufficiently simlar in structure to the tertiary
am nes di sclosed by GB '490 that one of ordinary skill in the
art woul d have reasonably expected that the clainmed diam nes
woul d be a suitable nodifier in the polynerization process of
Van Amerongen. Qur view is consistent with the exam ner's
rationale set forth on page 7 of the Answer and in the

exam ner's response to appellant's Reply Brief (Paper No. 15).
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W note that appellant bases no argunment upon objective
evi dence of nonobvi ousness which denonstrates that the clained
di am ne produces unexpected results in the random
copol ynmeri zati on process vis-a-vis the tertiary am nes
di scl osed by GB '490. Moreover, appellant acknow edges t hat
Prudence, U.S. Patent No. 4,230,841, evidences that it was
known in the art to use the presently clained tetranethyl -
et hyl enediam ne as a nodifier in the copolynerization of
but adi ene with a vinyl aromatic conpound, specifically, a
di vinyl aromatic conpound (see page 3 of Reply Brief, |ast
par agr aph).

I n concl usion, based on the foregoing, the exam ner's
deci sion rejecting the appealed clains is affirned.

No time period for taking any subsequent action in
connection with this appeal may be extended under
37 CFR § 1.136(a).

AFFI RVED

EDWARD C. KI M.I N
Adm ni strative Patent Judge
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ECK: ¢l m

CHARLES F. WARREN
Adm ni strative Patent Judge

PETER F. KRATZ
Adm ni strative Patent Judge
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